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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating te 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) , 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 
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Tue Coca-Cota Company v. CarLisLeE Botritinec Works 
United States Circuit Court of Appeals, Sixth District 
June 28, 1930 


Trave-Mark InrriIncement—“Coca-Cota” anp Roxa Kora” 
The name “Roxa Kola” held not an infringement of “Coca-Cola,” 
both used on carbonated beverages. 
Unrairn Competirion—Use or Srmirar Marx—Lacues 
Where plaintiff, after protesting defendant’s use of the name 
“Roxa Cola” as unfairly competing with its use of “Coca-Cola,” re- 
mained silent three years while the two products were in active com- 
petition, the defense of acquiescence was sustained. 
In equity. Action for alleged trade-mark infringement and 
unfair competition. Appeal from a decision of the District Court 


dismissing the bill of complaint. Affirmed. 


Harold Hirsch, of Atlanta, Ga., and Allen, Botts § Duncan, 
of Lexington, Ky., for appellant. 

Leslie Morris, of Frankfort, Ky., and John P. McCartney, of 
Carlisle, Ky., for appellee. 


Hicks, C. J.: Bill in equity by the Coca-Cola Company, manu- 
facturer of a soft drink syrup and the beverage made therefrom 
called Coca-Cola, against Carlisle Bottling Works, of Carlisle, Ky., 
a bottler and seller of a soft drink called Roxa Kola, seeking to 
restrain defendant from infringing its trade-mark “Coca-Cola” by 
the use of defendant’s trade-name ‘“Roxa Kola,’ and from unfair 
competition by substituting and passing off defendant’s product on 
calls for Coca-Cola. 

The evidence is insufficient to establish a case of substitution, 
similarity of dress or “passing off” and we concur therefore in the 
conclusion of the district judge that plaintiff is limited to the ques- 
tion whether its trade-mark is infringed. In determining this ques- 
tion the test is, “whether the alleged infringing trade-mark or label, 
taken as a whole, so far resembles the other mark or label as to be 
likely to be mistaken for it by the casual or unwary purchaser.” 
Western Oil Ref. Co. v. Jones, 27 Fed. (2) 205, 206 (C. C. A. 6) 
[18 T.-M. Rep. 432]. Again, “a proper test is whether, taking into 
account the resemblances and differences, the former are so marked 
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that the ordinary purchaser is likely to be deceived thereby.” De- 
Voe Snuff Co. v. Wolff, 206 Fed. 420, 423 (C. C. A. 6). 

At the outset we are confronted with three significant, though 
not controlling, facts: (1) There is no evidence that any casual pur- 
chaser was ever deceived by defendant’s trade-name; (2) there is 
no substantial evidence of any actual intent by defendant through 
its officers or agents to deceive by the use of its trade-name; and 
(3) that plaintiff’s distributor, Mitchell, and defendant, had been 
operating in the same trade territory for more than eleven years 
before this suit was brought and that during this entire period 
Mitchell knew, and we think plaintiff must have known, of the gen- 
eral use defendant was making of the trade-name “Roxa Kola.” 

Since 1887 plaintiff by itself and through its predecessors has 
owned and appropriated to its products the registered trade-mark 
“Coca-Cola.” The particular form in which the mark was regis- 
tered was in script and as a hyphenated word, although the essential 
feature was “Coca-Cola.” The name adopted by defendant origi- 
nated about 1909 with one Wainscott, a manufacturer of syrups 
and soft drinks at Winchester, Ky. Wainscott appropriated it to 
his products. His principal business was to sell soft drink syrups 
to bottlers. Defendant has been his customer since 1911. 

Wainscott, aided by the bottlers using his syrups, among whom 
was defendant, has used the name in intensive advertising over a 
limited territory in Kentucky and defendant has caused it to be 
blown into the bottles containing its product and also printed upon 
the bottle crowns. Defendant’s word has never been hyphenated 
or printed in script, though this may not be material. Nashville 
Syrup Co. v. Coca-Cola Co., 215 Fed. 527, 530 [4 T.-M. Rep. 323] 
(C. C. A. 6). 


Considering each mark or name as consisting of two words, 
the last word in each has exactly the same sound but “taken as a 
whole” the words do not sound alike. The “o” in Roxa is pro- 
nounced as “o” in “‘fox,” while the ‘‘o”’ in Coca has the sound of “‘o” 


in “coke.”’ In appearance the last three letters in the last word of 
each mark, to wit, “ola” are alike and the second letter in the first 


words, “‘o” as well as the fourth and last letters in the first words 
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a” are the same but the first letter of each word of plaintiff's 
mark, “C,” differs from the first letter of each word of defendant’s 
mark or name, “R” and “K,” and the difference is the more promi- 
nent because each letter is a capital. 

Moreover, equity does not absolutely insure the consumers of 
plaintiff's beverage against deceit. It grants no relief unless the 
similarity between the two marks is of a character to deceive the 
casual consumer while exercising that caution ordinarily used in the 
purchase of such beverage. McLean v. Fleming, 96 U. S. 245, 251, 
255; Kann v. Diamond Steel Co., 89 Fed. 706, 718 (C. C. A. 8). 
Such degree of care is usually low if not altogether negligible. The 
casual would-be purchaser of a 5-cent bottle of Coca-Cola makes 
little effort to determine whether its trade-mark or trade-name re- 
sembles the mental picture he retains of plaintiff's trade-mark. 
M. C. Peters Mill Co. v. Internat. Sug. Feed No. 2 Co., 262 Fed. 
336, 388 (C. C. A. 6) [10 T.-M. Rep. 207]. 

But it does not follow that he could be easily imposed upon. 
It must be kept in mind that we are dealing with the trade-mark 
“Coca-Cola.” As said by Judge Hollister in Coca-Cola v. Duber- 
stein, 249 Fed. 763, 764: “The product was named that at the be- 
ginning and the beverage has been known under that name for 
more than thirty years. By the expenditure of millions of dollars 
in advertising it has become well known throughout the land. The 
name means and is understood by the public to mean complainant’s 
product.” 

In Coca-Cola v. Koke Co., 254 U. S. 148, 145 [10 T.-M. Rep. 
441; 41 S. Ct. Rep. 113] Justice Holmes said: 

“Since 1900 the sales have increased at a very great rate correspond- 
ing to a like increase in advertising. The name now characterizes a bever- 
age to be had at almost any soda fountain. It means a single thing coming 
from a single source, and well known to the community. It hardly would 
be too much to say that the drink characterizes the name as much as the 
name the drink. In other words, Coca-Cola probably means to most per- 
sons the plaintiff's familiar product to be had everywhere rather than a 
compound of particular substances.” See also Coca-Cola Co. v. Old Do- 
minion Bev. Corp., 271, Fed. 600, 602 (C. C. A. 4) [11 T.-M. Rep. 128]. As 
tersely stated by Judge Cochran in his opinion in this case, “its trade- 


mark has been burned into the consciousness of people generally. In- 
. . s s ” 
stinctively one recalls in memory its appearance and sound. 
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We conclude without hesitation that the ordinary consumer 
of Coca-Cola familiar with the mark would without reflection dis- 
cover the dissimilarity of the two marks or names if substitution 
were attempted. 

Reported cases are helpful only in so far as they lay down 
general rules of decision. The question of infringement must be 
determined upon the particular facts of the case in hand. 

Plaintiff cites cases in which its application for an injunction 
against infringement was sustained. We do not regard them as 
controlling for reasons briefly stated. The first is Coca-Cola v. 
Koke Co., supra. The opinion of the district court, 235 Fed. 409 
[6 T.-M. Rep. 349], and that of the court of appeals, 255 Fed. 894, 
discloses that the case involved the element of unfair competition, 
not here presented. 

In addition, the district judge found that “Koke’” was an 
abbreviation of “Coca-Cola.” In Nashville Syrup Co. v. The Coca- 
Cola Co., supra, the syrup company was enjoined from using the 
words, “Fletcher’s Coca-Cola,” which was plaintiff's identical mark 
with the word “Fletcher's” added. Coca-Cola Co. v. Duberstein, 
supra, clearly involved unfair competition as did the case of Coca- 
Cola Co. v. Old Dominion Bev. Corp., supra. In the Old Dominion 
case the infringing word was ‘““Taka-Cola.” 

This word was harmful because it at least suggested the famil- 
iar beverage Coca-Cola, while the corresponding word in this case 
“Roxa,” like the word “Dope” in the Koke case suggests nothing. 
In Coca-Cola v. Chero Cola Co., Court of Appeals, D. C. 273, Fed. 
755, 756 [11 T.-M. Rep. 252], the name Chero Cola was denied 
registration as a trade-mark because its similarity to Coca-Cola was 
likely to cause confusion. 


Upon the above considerations we conclude that “Roxa Kola” 
does not infringe. 


We also concur with the district judge in sustaining the de- 
fense of acquiescence. On February 7, 1923, plaintiff, through its 
attorneys, wrote defendant and complained of unfair competition. 
Further correspondence followed, the burden of which was, that 
plaintiff alleged and defendant denied both unfair competition and 
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infringement. On March 6 defendant wrote Charles W. Rainwater, 
at Atlanta, as a sort of intermediary. Myers, then defendant's sec- 
retary, thought that Rainwater, who was then or had been president 
of the American Bottlers Association, was connected with plaintiff. 

In this he was mistaken, for Rainwater was secretary of the 
Coca-Cola Bottling Company, a distinct corporation, but it appears 
from the correspondence that Rainwater conferred with plaintiff's 
attorneys and on March 16 wrote defendant that the attorneys com- 
plained that defendant was guilty of and permitting unfair compe- 
tition in that both it and its dealers were substituting its product 
for Coca-Cola and that if defendant could assure the attorneys that 
it would discontinue the practice and that it would use its efforts to 
discourage the dealers in so doing he felt that defendant would have 
no further difficulty. 

Some of the subsequent correspondence is missing, but enough 
is produced to convince us that defendant gave such assurances and 
in compliance therewith displayed prominently not only in its own 
plant but in the stores of its dealers, signs reading in substance that 
“We sell Roxa Kola only.” Whereupon plaintiff remained silent 
until this suit, more than three years later, although its product 
was in active competition with defendant’s product in the same ter- 
ritory during the whole of that period. See Swain v. Seamans, 254 
U. S. 274; also R. L. Bennett & Sons v. Farmers Seed & Gin Co., 
288 Fed. 365 (C. C. A. 5) [13 T.-M. Rep. 257]. Its distributors 
certainly knew and we think plaintiff, always actively zealous for 
the protection of its rights, must have known of defendant's use 
of the trade-name, Roxa Kola, during the whole of this period and 
that they were content. 

Both defenses having been sustained, the judgment of the dis- 
trict court is affirmed. 
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Mayrae Co. v. Meapows Mra. Co. 
(35 F (2d) 403) 


United States Circuit Court of Appeals, Seventh Circuit 
October 29, 1929 


Unrairn Competrrion—Imitatinc ApPpeaRaNce or Goops—Pusuic1 Juris 
The use of gray paint on washing machines having become stand- 
ardized, appellant could not complain of appellee’s use thereof. 
Unram Competrrion—Use or Funcrionat anp Essentia, Features— 
Dirrerences In Non-Funcrionat Features 
In a suit for alleged unfair competition, appellant cannot be heard 
to complain of appellee’s use of unpatented features of his washing 
machine nor of reproductions thereof, unless appellee has so copied 
the non-essential features that the ordinary purchaser would be de- 
ceived thereby into taking it for appellant’s product. 
Unram Competrrion—ImiratinG APPEARANCE OF Goops—DIFFERENTIATING 
FEATURES 
Appellee, whose washing machine incorporating certain patents 
owned jointly with appellant, was first put out, three years after the 
latter’s, did not, by adopting for its washer the most simple, efficient 
and economical form, compete unfairly with appellant, inasmuch as 
the machines were differentiated by having their mechanical parts of 
different shapes and sizes and each bore the maker’s name plainly 
shown thereon. 
Unram Competirion—Cimcuiatine Fatse anp Maticiovs StaTeMEeNTs— 
Ricut To Repress 
As a general rule, a court of equity will not enjoin the publication 
of a libel in the absence of acts of conspiracy, but where there is a 
wide-spread propaganda indicating a well-founded plan to intimidate 
and coerce customers, equity will take jurisdiction and afford adequate 
relief. 
Unrair CoMPETITION—DIsPARAGEMENT OF COMPETITOR 
The circulation by appellant among appellee’s customers of false 
and misleading statements concerning appellee’s products, patents, bus- 
iness conduct and financial standing held unfair competition and a 
judgment allowing appellee’s counterclaim was affirmed. 


In equity. Action for unfair competition Appeal from a 
judgment of the United States District Court, Southern District 
of Illinois, dismissing plaintiff's bill of complaint and sustaining 
defendant’s counterclaim. Affirmed as to both. 


Wallace R. Lane and Ralph M. Snyder, both of Chicago, IIL., 
William L. Patton, of Springfield, Ill., and Henry Russell 
Platt, of Chicago, Ill., for appellant. 

Hal. M. Stone, of Bloomington, IIl., for appellee. 
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Linney, D. J.: These two appeals grow out of the same sub- 
ject-matter, and were presented together in this court. For con- 
venience’ sake they are disposed of in one opinion. 

In No. 4170 appellant on November 11, 1926, filed its bill of 
complaint for injunction and damages in the District Court for the 
Southern District of Illinois charging that the appellee has copied 
both the essential and non-essential features of its unpatented com- 
bined Maytag electric power washing and wringing machine, so that 
purchasing parties do not distinguish appellee's machine from that 
of appellant; that appellee has palmed off its machine as that of 
appellant, wrongfully appropriated the latter’s advertising, and 
wrongfully interfered with its dealers and salesmen. Appellee 
answered, denying the wrongs complained of, set forth in its answer 
allegations of unfair competition upon the part of appellant, and 
prayed an injunction against appellant as affirmative relief. The 
District Court found the issues for the appellee upon both the bill 
and the counterclaim. 

Both companies have been in business for more than 25 years, 
manufacturing articles other than washing machines and beginning 
to make power washing machines about 18 years ago. As the years 
passed, various improvements were made in the machines of each 
of the parties. About 1917 appellant and appellee, with certain 
other companies, in settlement of their disputes as to wringer pat- 
ents, entered into an agreement whereby the patents were there- 
after jointly owned and royalties thereon paid to one of the officials 
of the appellee as trustee for the interested parties. Appellee has 
for many years placed upon its product a distinctive registered 
trade-mark consisting of the word “Meadows” with a scroll under- 
neath, and appellant has placed upon its product a trade-name 
“Maytag” with a scroll underneath. Appellant began to produce 
its present washer in 1922. The design proved to be of utilitarian 
value, and the manufacture and sale of the machine have rapidly 
grown. In 1925 appellee designed, and early the following year 
began the manufacture and sale of, the washer complained of. 

Each of the machines consists of a rectangularly shaped tub, 
sitting upon four legs, one of which is the power leg, through which 
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power is transmitted from the motor through the gearing placed on 
framework below the tub, to the wringer, which is hung upon the 
power leg above the tub, and the gyratator or agitator placed within 
the tub for the purpose of washing. The essential features of the 
combination include the wringer, tub, motor, gearing, transmission 
of power from the gearing to the wringer, and gyratator, the four 
legs of the tub, an outlet for the water, and a top substantially water 
tight. 

In the unpatented combination appellant has no monopoly and 
to reproductions thereof no complaint, unless in copying the same 
appellee has reproduced, not only the essential, but also the non- 
essential, features of the machine to the extent that the ordinary 
purchaser is confused and deceived by the result to the extent that 
he mistakes appellee’s machines for appellant’s. Pope Automatic, 
etc., Co. v. McCrum-Howell Co. (C. C. A.) 191 F. 979 [2 T.-M. 
Rep. 109]. There the court held that a manufacturer of an un- 
patented mechanical device, who has selected the most suitable ma- 
terial, and has adopted the most simple, efficient, and economical 
form of construction in which the combination can probably be em- 
bodied, with nothing for embellishment or distinction except a name 
plate, cannot charge a competitor with unfair competition, because 
for the same utilitarian reasons he uses the same construction in 
all respects except as to the name plate, which he makes distinctive. 

In Marvel Co. v. Pearl (C. C. A.) 183 F. 160, 161, the court 
said: 

“In the absence of protection by patent, no person can monopolize or 
appropriate to the exclusion of others elements of mechanical construction 
which are essential to the successful practical operation of a manufacture, 
or which primarily serve to promote its efficiency for the purpose to which 


it is devoted. Unfair competition is not established by proof of similarity 
in form, dimensions, or general appearance alone.” 


The differences between the two machines are easily discern- 
ible. Appellee’s machine has placed prominently upon the side of 
the tub a shield as long as the word “Meadows” and almost as wide 
as the same, and across the shield the registered trade-mark “Mead- 


ows. Appellant’s tub is similarly prominently marked with the 
trade-name “Maytag” without any shield. Appellee’s tub has a flat 
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bottom, except where the bottom joins the sides, where it is slightly 
rounded. Appellant’s tub has a hopper-shaped bottom, the lower 
extremity of which is saucer shaped. Into this fits appellant’s 
aluminum saucer-shaped gyratator, bearing four fins. On the flat 
bottom of appellee’s tub fits the approximately flat bottom “agita- 
tor” of appellee, on which are six fins. This agitator is of bakelite, 
a non-metallic substance. Upon its gyratator and the complemen- 
tary bottom of its tub appellant has a patent. Appellant’s tub has 
an outlet of rubber hose, rather noticeable because of its promi- 
nence, as it is looped up over the edge of the tub from the bottom. 
Appellee’s tub has a short metallic outlet at the bottom of the tub. 
The fins of appellant’s gyratator curve upward at the outer edge; 
those of appellee’s agitator curve downward. Appellee claims ad- 
vantage in this fact because of the absence of upward protrusions 
upon the fins which might engage the clothes and injure the same. 
Appellee’s agitator is black; that of appellant is bright aluminum. 
Appellant’s gear case contains one gear wheel driven by a cast-iron 
worm, and from the gear wheel one shaft operates both the gyra- 
tator and the wringer. Appellee’s gearing consists of a worm and 
three gear wheels with two shafts, one to operate the wringer and 
one the agitator. The gear cases are different in appearance. The 
power leg of appellant’s machine is so much smaller than that of 
appellee that the difference is obvious to the most casual observer. 
In appellant’s machine the wringer gear fits down over the power 
shaft, while in appellee’s the wringer gear fits down within the 
power leg. The two wringers are unlike in appearance, that of 
appellant bearing upon its top the name “Maytag,” that of appellee 
the registered trade-mark “Meadows,” and their methods of re- 
lease of tension differ widely. The difference in appearance of the 
tops of the wringers is marked. The general appearance of the 
two machines is far from identical. Upon appellant’s machine the 
power leg is placed upon the left-hand side; upon appellee’s ma- 
chine upon the right-hand side. The motor of appellant’s machine 
is placed upon a support running horizontally across the frame- 
work between the legs; that of appellee upon a support running 
diagonally across the framework. Appellant’s tub is of aluminum 
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and appellee’s of pressed steel. At the top of the tub of each of the 
parties is an aluminum rim; that of appellant is much the greater 
width. The lid of appellant’s machine bears a coat of arms. Be- 
tween it and appellee’s shield placed upon the side of appellee’s 
machine and upon the top of the tub the court can see no ground 
for confusion. It is apparent, therefore, that even as to essential 
features appellee has not strictly copied appellant’s machine. It 
has varied the shape and appearance of the tub, wringer, power leg, 
gear box, and the vent, and placed a distinctive registered trade- 
mark upon the side and top of its machine. 

Both machines are painted the same color, a light gray, and 
both the tubs are rectangular in shape, although their bottoms are 
different. The question arises, therefore, as to whether appellee 
committed a wrong in adopting the rectangular shape of the tub 
and the same color of paint. 

Experience in the art has demonstrated that the particular 
shape of both appellant’s and appellee’s tub is the most utilitarian 
and efficient yet devised. Without discussing the evidence in this 


respect in detail, the conclusion is well justified that a rectangularly 
shaped tub is most desirable. To change the appearance of the tub 
appellant might add superfluous and unsightly material at the ex- 
pense of additional cost and desirability of product. To have placed 
upon appellee’s tub a round cover and opening would have inter- 
fered with the appearance of the tub and likewise with the efficient 
cooperation of the wringer. As this court has said: 


“Development in a useful art is ordinarily toward effectiveness of op- 
eration and simplicity of form. Carriages, bicycles, automobiles, and many 
other things from diversity have approached uniformity through the utili- 
tarian impulse. If one manufacturer should make an advance in effective- 
ness of operation, or in simplicity of form, or in utility of color; and if 
that advance did not entitle him to a monopoly by means of a machine or 
a process or a product or a design patent; and if by means of unfair trade 
suits he could shut out other manufacturers who plainly intended to share 
in the benefits of the unpatented utilities and in the trade that had been 
built up thereon, but who used on their products conspicuous name plates, 
containing unmistakably distinct trade-names, trade-marks, and names and 
addresses of makers, and in relation to whose products no instance of de- 
ception had occurred—he would be given gratuitously a monopoly more 
effective than that of the unobtainable patent in the ratio of eternity to 17 
years.” Pope Automatic Merchandising Co. v. McCrum-Howell Co., supra. 
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Appellee began to use gray paint upon all of its machines in 
1922, four years before it made its present machine. Other manu- 
facturers likewise use gray paint to the extent that it has become 
standardized and known as “washing machine gray.” The evi- 
dence is that colors with heavy pigments will not adhere to the 
udylite, with which appellee coats its pressed steel tub to prevent 
rusting. In this situation, the color having been standardized, there 
can be no complaint made of its use. Abbott Coin Counter Co. v. 
Standard-Johnson Co. (D. C.) 290 F. 419 [13 T.-M. Rep. 404]; 
Parker Pen Co. v. Finstone Co. (D. C.) 7 F. (2d) 753 [15 T.-M. 
Rep. 524]. 

We agree with the District Court that there has been no wrong- 
ful act upon the part of the appellee in copying or duplicating the 
product of appellant’s unpatented combination. 

We proceed to examine the question of whether the appellee 
has attempted to palm off its machine as that of appellant. The evi- 
dence upon both sides is voluminous. It appears, first, that the 
sales organizations of the two companies proceed differently and 
are built up upon different bases. Appellant sells its product by 
direct contact from the factory to the consumer through branch 
managers, district managers, and divisional managers, whose duty 
it is to train the dealers and salesmen. In the entire organization 
of appellant in the United States there are some 8,000 people. Ap- 
pellee’s organization consists of some traveling representatives, 
who come in touch with distributors, but not with customers. To 
these distributors appellee delivers in carload lots. After such de- 
livery, appellee has no direct contact with the ultimate consumer. 
Both machines are sold by demonstration in competition. Conse- 
quently the customer observes and hears all that the salesmen of 
the different companies have to offer, and sees the product of the 
different companies demonstrated. Many probable purchasers tes- 
tified, some of them as witnesses for appellant, but more of them 
for appellee, that they recognized the difference in the two machines 
without any difficulty. Some witnesses who testified in support of 
appellant were people of foreign birth, who did not speak English 
well, and who apparently did not thoroughly understand. That 
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there was any actual confusion in the minds of even these people 
is very doubtful to the court in view of all their testimony. There 
is some evidence that salesmen selling appellee’s product said that 
appellee’s machine was an improvement over the Maytag washer. 
Appellee now contends this was mere sales talk. There is some 
evidence that in one instance the salesman referred to the machine 
as an improved Maytag, but this is strenuously denied. The re- 
cited instances of alleged confusion and deception, when analyzed, 
do not bear out appellant’s allegations of confusion or deception of 
ordinary persons. Thum Co. v. Dickinson (C. C. A.) 245 F. 613 
[8 T.-M. Rep. 11]; Lorillard Co. v. Peper (C. C. A.) 86 F. 960; 
Armour & Co. v. Louisville, etc., Co. (D. C.) 275 F. 92 [11 T.-M. 
Rep. 384]. The District Court was warranted in finding that ap- 
pellant had not sustained the burden of proof required of it in this 
respect. 

Complaint is made of the advertising of appellee. We have 
examined all of the evidence in this respect, and are of the opinion 
that the advertising of the appellee’s product shows no copying of 
appellant’s, no adoption of its previous advertising, and only such 
similarity as is usual in the advertising of competitive products. 
The word “multi-motor’’ used by appellant in describing its gaso- 
line power washer was used by one of the distributors of appellee’s 
machine in his advertising. He testified that he alone was respon- 
sible for the use of the word, that the Meadows Company instructed 
him not to continue its use, and that it was immediately dropped. 
One local dealer, in one of his local advertisements of the appellee’s 
machine, adopted the slogan “if it does not sell itself do not keep 
it” previously used by appellant. This was not done with the 
authority of appellee. The isolated advertisements complained of 
are not sufficient to show any wrongful action upon the part of ap- 
pellee in advertising, nor is there any evidence that any person was 
deceived by any of the advertising of appellee. 

After the evidence had been completed, appellant sought to 
make an amendment to its bill of complaint, wherein it alleged that 
appellee had failed to mark its machine with the list of patents 
pooled in the trust agreement hereinbefore mentioned, as required 
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by said agreement. These patents covered the swinging wringer 
and gear mechanism. Appellant places the same upon the tub. Ap- 
parently there arose in the minds of the officers of appellee some 
question as to the proper place for the listing, and, there not being 
sufficient space for the same upon the gearing and wringer, it was 
omitted, but, before any complaint of that fact was made, appellee 
directed the listing to be put upon the tub. The District Court 
was justified in declining the amendment after the completion of 
the evidence, for the reason that it came too late and that the issues 
raised did not affect in any manner the merits of the issue between 
the parties. 

We find no error in the court’s finding and conclusion upon the 
original bill of complaint. 

Appellee presented its prayer for affirmative relief in its an- 
swer to the bill of complaint, and averred therein that beginning 
with the summer of 1926 appellant has caused to be circulated 
throughout the country defamatory propaganda relating to ap- 
pellee and its product, which is false, and known by appellant to 
be false, that the diffusion of such propaganda has been so exten- 
tive that it has become increasingly difficult for appellee’s dealers 
to sell its washer, and that as a result thereof many sales were lost. 

As we have pointed out, the sales organization of appellant in- 
cludes some 8,000 persons linked together in appellant's efficient 
system of sales organization by means of the branch, district, and 
divisional managers. All the salesmen were subject to the control 
and policy of the company through various managers under whom 
they worked, and devoted their time exclusively to the promotion 
and sales of Maytag machines by calling upon thousands of pros- 
pective customers and dealers each day. The amounts received as 
compensation usually depended upon the commissions and bonuses 
paid by appellant which in turn depended upon the number of ma- 
chines sold. 

Prior to the manufacture of appellee’s present machine, and 
thereafter until suit was begun, appellant’s representatives, sales 
representatives, district and divisional managers, and other individ- 


uals of the Maytag sales organization in meetings, house organs, 
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questionnaires, and letters, made statements that the wringer of ap- 
pellee’s machine was made under fundamental patents controlled 
by the Maytag Company, upon which appellee paid a royalty. The 
truth, as heretofore stated, is that the wringer patents owned by 
the various patentees have been pooled, that both appellee and ap- 
pellant are sharing in the royalties, and that an officer of appellee 
is trustee under the agreement. When salesmen were instructed 
that the Maytag Company owned the patent on the swinging wring- 
er, and that it obtained a royalty on all swinging wringers used, it 
is apparent erroneous information was grounded in the minds of the 
sales organization. These facts of themselves are of importance, 
only as tending to show the general erroneous information lodged in 
the minds of the members of the organization in various parts of 
the country, thus preparing fertile ground for growth of further 
erroneous understanding. 

In July of 1926, after appellee began to make the machine 
complained of, at a convention of Maytag representatives, the Min- 
neapolis branch manager stated that appellant was about to sue 
appellee for infringement of patents, and that there was no ques- 
tion but that there was a patent infringement. Similar statements 
were made to dealers in the summer and fall of 1926 visiting the 
Maytag factory. In October, 1926, a divisional manager in Ne- 
braska made the same statement, saying that appellee would not be 
in business very long. This information spread to the salesmen 
and dealers in that territory, in the Minneapolis territory, and in 
Wisconsin in the late fall and winter of 1926, and was used as a 
sales argument by salesmen. A letter was sent out from the fac- 
tory of appellant, and rightfully or wrongfully quoted to the same 
effect by representatives of the company in making sales. This 
letter was never produced by appellant. The record is barren of 
any evidence that the litigation instituted by appellant was ever 
truthfully explained to the trade by it. Customers in Indiana, 
Colorado, Pennsylvania, and Michigan were told, before suit was 
begun, that appellee’s machine was no good; that it was in court; 
that appellee was going to be in trouble; that it was being sued for 
infringement of patents; that it would soon be out of business; that 
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customers would not be able to get parts or repairs; that appellee 
had copied the Maytag patent in making its machine, and that there 
were twenty-six suits pending against appellee’s product. 

After the suit was filed, appellant’s representatives throughout 
the country told customers that appellee was paying a royalty to 
the Maytag Company upon its patent; that it had copied, imitated, 
and infringed the Maytag patents; that there was an injunction 
against appellee; that soon it would not be making washers; that 
customers could not get parts or repairs and would not be able to 
use appellee’s machine; that customers would have orphans on their 
hands, meaning appellee’s machines; that the financial backing of 
the Meadows Company was weak; that its salesmen were here to- 
day and gone tomorrow; that appellee was a new and inexperienced 
company ; that it had a small factory; that it did not have a factory; 
that it owed notes which were past due and that it could not pay; 
that it was in the hands of a receiver; that it had no credit rating; 
that the letterheads were a big bluff; that the guaranty was not 
worth the paper it was written on; that the factory had already 
been closed; that there was a suit pending for infringement of pat- 
ents; that appellee’s tub was made of tin; that hot and cold water 
would crack the tub and the agitator; that the machine was a bunch 
of junk; that the wringer rollers were no good; that steam leaked 
out around the lid; that the tub would not hold heat; that appellee 
had been sued for a sum of money ranging from $500 to $150,000,- 
000. These and similar statements were made by appellant’s rep- 
resentatives in many places in Ohio, California, Pennsylvania, 
Indiana, Missouri, Kansas, South Dakota, North Dakota, Colo- 
rado, Minnesota, and Michigan. 

As a result of this situation, prospective customers hesitated or 
refused to purchase appellee’s machines. They became frightened, 
and demanded security that appellee’s machine, if purchased, would 
not be taken from them. They feared they might be involved in 
litigation and might not be able to procure parts. Dealers became 
uneasy handling appellee’s machine because of the fear engendered 
in their minds; prospective customers were frightened and lost; 
complaints from dealers and distributors came to the office of ap- 
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pellee. Appellee was put to great expense in counteracting this 
propaganda and in reassuring dealers and customers of the exact 
status of the litigation and of the relationship between appellant 
and appellee. 

It is contended that the resulting injury was one for which the 
appellee had an adequate remedy at law. A plaintiff is not com- 
pelled to submit its rights in such case to the restrictions of a court 
of law. Equity has jurisdiction of a suit to enjoin substantial and 
continuing financial injury to a manufacturing business caused by 
circulating false statements that the product is an infringement of 
patents and threatening suit for infringement in bad faith for the 
purpose of injuring his trade and without intention to sue. Ditt- 
gen v. Racine Paper Co. (C. C.) 164 F. 85 and (C. C. A.) 171 F. 
631. As a general rule, a court of equity will not enjoin the publi- 
cation of a libel in the absence of acts of conspiracy (Hicks Cor- 
poration v. National Sales Ass’n (C. C. A.) 19 F (2d) 963), but 
where there is widespread propaganda, indicating a well-founded 
plan, skillfully disseminated throughout the land to intimidate cus- 
tomers and coerce them, to frighten dealers so as to cause them to 
cease representing another, equity will, because of such intimida- 
tion, coercion, and conspiracy, take jurisdiction and afford ade- 
quate and full relief (Farquhar v. National Harrow Co. (C. C. A.) 
102 F. 714, 49 L. R. A. 755; Adriance, Platt & Co. v. National Har- 
row Co. (C. C. A.) 121 F. 827; Emack v. Kane (C. C.) 34 F. 46), 
upon the principle that equity can give more adequate and complete 
relief than can be obtained at law (City of Georgetown v. Alexan- 
dria Canal Co., 12 Pet. 91, 9 L. Ed. 1012; In re Debs, 158 U. S. 
587, 15 S. Ct. 900, 39 L. Ed. 1092). The Circuit Court of Appeals 
for the Sixth Circuit in Toledo Computing Scale Co. v. Computing 
Scale Co., 142 F. 919, held that an injunction should issue against 
the publication and dissemination of circulars charging that a cer- 
tain scale was a false and dishonest scale made and sold for the 
purpose of enabling the user to deceive the public, etc., saying: 


“It is further contended that this suit being a suit in equity, ought not 
to be entertained, because there exists an adequate remedy in an action 
at law for the recovery of damages. We greatly doubt whether the legal 
remedy would be adequate. It would be difficult to estimate the damages 
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arising from the destruction or serious impairment of one’s business, and 
the better, more efficient and certain remedy would be an injunction re- 
straining the defendant from perpetrating the wrong. Besides the injury 
complained of is a continuing injury and would involve the necessity for 
a multitude of suits. But if this objection were maintainable it should 
have been taken in limine, before answering to the merits. I Dan. Ch. PI. 
& Pr. (4th Ed.) 550, note; Reynes v. Dumont, 130 U. S. 354, 395, 9 S. Ct. 
486, 32 L. Ed. 934; Kilbourn v. Sunderland, 130 U. S. 505, 9 S. Ct. 594, 32 
L. Ed. 1005; Brown v. Lake Superior Iron Co., 134 U. S. 530, 10 S. Ct. 604, 
33 L. Ed. 1021; Perego v. Dodge, 163 U. S. 160, 16 S. Ct. 971, 41 L. Ed. 
113; Reynolds v. Watkins, 60 F. 824, 9 C. C. A. 273; McConnel v. Prov. Sav. 


Life Assur. Soc., 69 F. 115, 16 C. C. A. 172; Elder v. McClaskey, 70 F. 529, 
554, 555, 17 C. C. A. 951.” 


Furthermore, the contention that equity has no jurisdiction of 
appellee’s counterclaim is first made in this court, and therefore 
comes too late. The objection that there is an adequate remedy at 
law must be raised by motion to dismiss or by answer. To fail to 
present such defense until after answer to and trial upon the merits, 
and to present it in the appellate court alone, constitutes an effective 
waiver, where the facts, as here, are proper and suitable to be dis- 
posed of by a court of equity. Brown B. & Co. v. Lake Superior 
Iron Co., 184 U. S. 530, 10 S. Ct. 604, 33 L. Ed. 1021; Toledo 
Computing Scale Co. v. Computing Scale Co. (C. C. A). 142 F. 
922; Tyler v. Savage, 143 U. S. 79, 12 S. Ct. 340, 36 L. Ed. 82. 

Furthermore, in view of the fact that the point was not raised 
in the court below, and that there is no assignment of error made 
with respect to it in the record, the contention is not presented to 
this court. Under rule 23 of this court errors not assigned accord- 
ing to the rule should be disregarded. Edward Hines Yellow Pine 
Trustees v. Martin, 268 U. S. 458, 45 S. Ct. 543, 69 L. Ed. 1050. 

It follows that the acts of appellant complained of in appellee’s 
counterclaim are amply proved, that the court’s findings in that 
respect are supported by the evidence, and that there is no sub- 
stantial error in the record. Accordingly the decree of the lower 
court is affirmed at the costs of the appellant. 

The appeal in case 3999 arose out of certain proceedings in 
and during the pendency of the trial in cause No. 4170. Appel- 
lant filed in the United States District Court for the Western Dis- 
trict of Missouri against Howard Finn and the Electrical Equip- 
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ment Company, parties engaged in the sale and distribution of ap- 
pellee’s machine, a bill for injunction, substantially the same as the 
bill previously filed in cause No. 4170. It contained in addition 
only specific charges of misrepresentations and slanders. The 
prayer for relief was the same as that in the District Court in Illi- 
nois, except for an additional paragraph wherein appellant sought 
to enjoin the two parties named from making any false, wrongful, 
or malicious statements concerning appellant and its product. Ap- 
pellee thereupon filed in the original suit in Illinois its application 
to restrain appellant from prosecuting the suit in the Western Dis- 
trict of Missouri, and an order was entered restraining appellant 
from commencing or prosecuting any suits against dealers, distrib- 
utors, or customers of appellee for damages arising out of the sale 
of appellee’s machine, or any suit seeking to enjoin the sale of ap- 
pellee’s said machine or the proper advertising thereof, or in any 
wise interfering with the sale of said machine upon the ground 
alone of its alleged “resemblance or similarity in appearance, or 
principle to the Maytag Gyrafoam Washer.” Thereafter a tem- 
porary injunction was entered commanding appellant “not to com- 
mence or prosecute any suit of any kind or character against any 
dealer, distributor or customer of The Meadows Manufacturing 
Company which tenders as an issue therein the right of The Mead- 
ows Manufacturing Company to manufacture, or of such dealer, 
distributor or customer to purchase, advertise or sell in any lawful 
manner the product of The Meadows Manufacturing Company 
known as its Meadows Model H washing machine because of the 
alleged similarity in appearance between the Meadows Model H 
washing machine, as heretofore manufactured by The Meadows 
Manufacturing Company and the washing machines manufactured 
by The Maytag Company.” Obviously the injunction did not for- 
bid any suit for the relief prayed in paragraph E in the bill filed 
in Missouri; that is, from making any false, wrongful, or malicious 
statements concerning appellant and its product. Appellant may 


still prosecute any suit for any malicious slander or libel or for any 
relief except such as may be identical with that prayed in the origi- 
nal suit filed in the District Court in Illinois. The only question 
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arising upon this appeal is whether the trial court rightfully en- 
joined appellant from suing the distributors and dealers of ap- 
pellee’s machines for the same relief for which it was then suing 
appellee in the Illinois court. 

Appellee made showing that other suits of similar character 
would be filed in various jurisdictions; that the natural effect there- 
of is to interfere with the sale of appellee’s products; that appel- 
lant is a powerful corporation, with an income of many millions of 
dollars per year, with agencies and branches throughout the coun- 
try, and that the purpose of the threatened multiplicitous litigation 
is to cause the expense thereof to be so great as to destroy appel- 
lee and its business; that the suit pending in Illinois is against the 
manufacturer, involving the right to manufacture and sell the wash- 
ing machines in question and for damages and profits, and that no 
other suits in any other jurisdiction are necessary to protect the in- 
terests of appellant. 

The facts amply support the order appealed from. The court 
was justified in restraining the bringing of a multiplicity of suits 


which might result in irreparable injury to the appellee. Public 
policy favors the rule that litigation for the purpose of ascertain- 


ing and sustaining alleged rights of a patentee or manufacturer 
should be brought against the alleged wrongful manufacturer, and 
that suits against the latter’s customers for the same relief should 
be restrained until the original suit shall be determined. Ide v. Ball 
Engine Co. (C. C.) 31 F. 901; Commercial Acetylene Co. v. Avery 
Portable Lighting Co., 159 F. 935 (C. C. A. 7) approving the opin- 
ion of Judge Quarles in the District Court in 152 F. 642; Kessler 
v. Eldred, 206 U. S. 285 at page 289, 27 S. Ct. 611, 51 L. Ed. 1065; 
Berliner Gramophone Co. v. Seaman, 113 F. 750 (C. C. A. 4). 
In the cause in the court in Illinois all the issues restrained in 
pending and threatened suits were presented, and the appellant, 
having elected its forum for redress of alleged violation of its rights, 
should not be allowed to cause the same issues to be raised in sub- 
sequent suits in other jurisdictions at least until after final determi- 
nation of the original cause. Marconi Wireless Telegram Co. of 
America v. Kilbourn & Clark Mfg. Co. (D. C.) 235 F. 719; Stebler 
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v. Riverside Heights Orange Growers’ Association (D. C.) 211 F. 
985. The cases cited by appellant do not militate against this rule. 
Both decrees are affirmed at the cost of appellant. 


SHUPTRINE CompaANy v. EvcaLingE MEpDIcINE CoMPANY 
(40 F (2d) 303) 


United States District Court, Northern District of Texas 


March 6, 1930 






Trape-Marks—“TETTERINE”—Va.Lip Trape-Mark 
The word “Tetterine,” held a distinctive and valid trade-mark for 
a veterinary medicine. 
Trape-Mark INFRINGEMENT—“TETTER-REM” AND “TETTERINE”—CONFUSING 
RESEMRLANCE 


The name “Tetter-rem” held to infringe “Tetterine,” each mark 

being used on a veterinary remedy. 
In equity. Action for trade-mark infringement. Decree for 
complainant. 


J. M. McCormick, of Dallas, Tex., and Edward G. Fenwick, 
of Washington, D. C., for complainant. 

S. P. Sadler and Ross M. Scott, both of Dallas, Tex., for re- 

spondent. 





Atwe Lt, D. J.: The complainant, a Georgia corporation, seeks 
an injunction against the respondent, a Texas corporation, claiming 
an infringement of its trade-mark rights and property in a remedy 
known at Tetterine, under the 1905 act (15 USCA §§ 81-109, as 
amended). 

The case is refreshing since there is no testimony that suggests 
the ugly features that usually surround phases of the operation of 
a business which impinges upon the rights of another. There is 
no meditated simulation. No determined imitation. 

I think it may be fairly and properly concluded, from all of 
the testimony, that Tetterine, the product of the complainant, and 
Tetter-rem, the product of the respondent, originated—were pre- 
sented to the trade—and developed without the knowledge of the 
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other. The complainant's article was placed upon the market first. 
In 1882 Tetterine was known and sold. Much advertising has been 
done throughout the country, including Texas. The name, I think, 
is distinctive. It is new. It has no dictionary meaning. It has a 
meaning that ties itself to the complainant’s business. It is not a 
descriptive word. A descriptive word may not be the subject of 
a legal registration or a legal trade-mark. It may not become the 
property of one. It may not be owned. One must be the owner 
in order to secure the benefit of the 1905 Trade-Mark Act. Thad- 
deus Davids Co. v. Davids, 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 
1046 [4 T.-M. Rep. 175]; No-D-Ka Dentifrice Co. v. S. S. Kresge 
Co. (D. C.) 24 F. (2d) 726 [18 T.-M. Rep. 203]. 

The respondent placed Tetter-rem on the market about 1892, 
under the name of Hooper’s Tetter Cure. In conformity with the 
1906 Pure Food Act the name was changed to Tetter-rem. The 
court was impressed by the answer of the present owner of the re- 
spondent to the effect that the change was made “without being 
made to make the change.” He said he thought it was the duty of 
the good citizen to recognize the passing of a law and then to adjust 
himself to it. A salutary announcement. 

I am persuaded that Tetterine and Tetter-rem are so near alike 
that the buying public will be confused. 

Mr. Connell went into a number of drug stores calling for 
Tetter-rem, and received both Tetterine and Tetter-rem. One of 
the attorneys in the case called for Tetter-rem, and was shown two 
packages of Tetter-rem, one of liquid and one of salve. Another 
witness called for Tetter-rem and received a package already 
wrapped, brought it to the court room, and unwrapped it while he 
was testifying, and discovered then that he had in fact received 
Tetterine. 

Tetterine is a word that may be tied by the provisions of the 
Trade-Mark Act as one’s property. These rights are being in- 
fringed by the respondent in offering to the trade Tetter-rem. 

The question of damages being waived, a commissioner need 
not be appointed, and the complainant may have the relief prayed. 
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JANTZEN Kwnittine Mitts v. Spokane Knittine Mitts, Inc. 
United States District Court, Eastern District of Washington 


June, 1930 


Trape-Mark INFRINGEMENT—‘Divinc GirL” anv Design ror BaTHING 


Surrs—Arprrrary SYMBOL. 

The registration of trade-mark for swimming suits, consisting of 
the words “Red Diving Girl,” and the device of a girl clad in a swim- 
ming suit in the act of diving, held fanciful and arbitrary as applied 
to the goods. 

INFRINGEMENT—ImrraTING Coton AND APPEARANCE OF Goons. 

After plaintiff had adopted and identified as its mark on bathing 
suits the device of a diving girl and the words “Diving Girl,” the use 
by defendant on the same goods of a pictorial representation of a girl 
in the act of diving in substantially the same form as plaintiff’s de- 
sign, held infringement; and a motion to dismiss was denied. 

In equity. On motion to dismiss a bill for infringement of 


trade-mark. Denied. 


Edward D. Jones and Ralph R. Weeks, both of Spokane, 
Wash., for plaintiff. 
James Emmet Royce, of Spokane, Wash, for defendant. 


Wesster, D. J.: The plaintiff instituted this suit against the 
defendant, charging an infringement of a Federal registered trade- 
mark, the infringement of a print copyrighted in the United States 
Patent Office, and unfair competition. The plaintiff was originally 
incorporated under the name of Portland Knitting Co. on January 
24, 1910, but on June 19, 1918, its name was changed to Jantzen 
Knitting Mills. This corporation for many years has engaged in 
the manufacture, sale and distribution of swimming or bathing suits, 
which have been extensively distributed throughout the country. 
Many years ago it adopted and used as its trade-mark the words 
“Diving Girl” and the words “Red Diving Girl,” and also a pic- 
torial representation of a young girl garbed in a red swimming suit, 
and applied this mark to swimming suits of its manufacture. 

It is alleged that the plaintiff has invested and expended large 
sums of money in popularizing its swimming suits and making them 
known under the “Diving Girl” trade-mark, and by the use of ex- 
cellent materials and workmanship the plaintiff has become known 
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throughout the United States as the distributor of Jantzen swim- 
ming suits bearing a pictorial representation of a diving girl, so 
that the public in general has come to recognize any merchandise 
containing a diving girl as the product or merchandise of the plain- 
tiff; that the alleged trade-mark is affixed directly upon the fabric 
or material from which the swimming suits are made and also upon 
the boxes in which the articles are packed; that the swimming suits 
and the trade-mark have been widely advertised in circulars, cuts, 
magazines, billboards, and various other ways, with the result that 
the public has become so familiar with the goods of the plaintiff that 
the trade-mark, either alone or in connection with the word “Jant- 
zen, has become identified with the product of the plaintiff; that 
the swimming suits manufactured and sold by plaintiff under this 
trade-mark are of patented construction and are high-class articles 
of merchandise. 

It is further alleged that the plaintiff caused the said “Diving 
Girl” trade-mark, together with the words hereinbefore referred to, 
to be registered in the United States Patent Office, and also caused 
to be registered as a print the pictorial representation of a diving 
girl, and that it is now the owner and holder of several certificates 
of registration therefor. The defendant is a corporation engaged 
in the business of knitting swimming suits, coats, caps and other 
like articles. 

It is alleged that for the purpose of injuring and damaging the 
plaintiff, and in violation and in infringement of the plaintiff's 
trade-marks and print, defendant has copied, imitated, simulated, 
printed and published a diving girl trade-mark in connection with 
direct mail advertising, prints, blotters, counter display cards, 
newspaper advertisements and other advertising material intended 
to be used in connection with the sale of swimming suits sold by the 
defendant in competition with the plaintiff. 

It is alleged that the trade-mark used by the defendant is de- 
signed and intended to deceive and is calculated to deceive the pub- 
lic and cause it to believe that swimming suits placed on the mar- 
ket by the defendant are Jantzen swimming suits, manufactured 
by the plaintiff. Attached to and made a part of the bill of com- 
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plaint is a specimen of the label used by the plaintiff in connection 
with its swimming suits, and there is also attached a photostatic 
reproduction of a display card used by the defendant in connection 
with the sale of its swimming suits. 

It is alleged that the trade-mark which the defendant has been 
using consists of a pictorial representation of a diving girl in sub- 
stantially the same posture as that displayed by the plaintiff's ““Div- 
ing Girl” trade-mark; that for a time the bathing suit worn by the 
diving girl was red in color, but subsequently the color of the suit 
was changed to blue; that in consequence of this imitation and simu- 
lation on the part of the defendant the public has been deceived 
and the plaintiff has been damaged. The case is now before the 
court on defendant’s motion to dismiss the bill. 

The plaintiff's print shows a girl garbed in a swimming suit 
in the act of diving, and about to strike the water. The limbs are 
together and extended full length, while the arms are extended 
parallel in front of the head. By close comparison it is noted that 
the head of the girl in the Jantzen trade-mark is elevated above 
the level of her extended arms, while in the case of the defendant’s 
trade-mark the head is between the extended arms, the face show- 
ing beneath them. The general posture and attitude, however, are 
substantially the same. The plaintiff’s claim of trade-mark is based 
upon the diving girl and her posture, no claim being made for the 
representation of the bathing suit apart from or disconnected with 
the print of the diving girl. 

It is insisted by the defendant that an exclusive trade-mark 
must consist of some arbitrary or fanciful term, figure, or device 
not descriptive of the article to which it is applied; that terms 
merely descriptive of the goods or business to which they are ap- 
plied cannot be appropriated as trade-marks; that a picture or 
drawing of the article itself is descriptive of that article, and there- 
fore not the subject of a valid trade-mark; that the picture of a 
book, a watch, or a shoe is not a valid trade-mark for a bookseller, 
a watchmaker, or a shoemaker; that a color cannot be the subject 
of a valid trade-mark; that because of these considerations the 
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plaintiff's alleged trade-mark is invalid and therefore not the sub- 
ject of infringement. 

While I am not disposed to take issue with defendant’s coun- 
sel on the legal propositions for which he contends, I am constrained 
to differ from him in the conclusion reached by their application to 
the case in hand. 

Section 85, title 15, U. S. C. A., provides: “No mark by which 
the goods of the owner of the mark may be distinguished from other 
goods of the same class shall be refused registration as a trade- 
mark on account of the nature of such mark unless such mark’’ falls 
within the enumerated classes which immediately follow, no one of 
which, in my opinion, covers the plaintiff’s mark involved in this 
litigation. It is the design of a girl clad in a swimming suit, with 
limbs and arms extended in the act of diving, her body about to 
strike the surface of the water, which constitutes the plaintiff's 
trade-mark; it is not the bathing suit which she wears. 

In this design of the girl in the act of diving expression is given 
to the fanciful and the arbitrary. The swimming suit is merely 
incidental. There is nothing about the design to indicate any de- 
scription of the swimming suit, the material of which it is made, 
or the excellence of its manufacture. At most, the design merely 
suggests the bathing suit, and this does not render it invalid as a 
trade-mark. No effort is being made by the plaintiff to secure the 
monopoly as a trade-mark of a “red” bathing suit. The question 
of color does not enter into the design. 

This brings me to the question of whether the design used by 
the defendant amounts to an infringement of the plaintiff’s trade- 
mark. 


“What degree of resemblance is necessary to constitute an infringe- 
ment is incapable of exact definition, as applicable to all cases. All that 
courts of justice can do, in that regard, is to say that no trader can adopt 
a trade-mark, so resembling that of another trader, as that ordinary pur- 
chasers, buying with ordinary caution, are likely to be misled. McLean v. 
Fleming, 96 U. S. 245-251.” 


Similarity does not mean exact likeness. If the resemblance, 
when considering the two trade-marks together, is such that the one 
is calculated to deceive the ordinary purchaser of the article to 
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which it is attached into believing that it is the article of the other, 
infringement takes place. 


“Equity gives relief in such a case, upon the ground that one man is 
not allowed to offer his goods for sale, representing them to be the manu- 
facture of another trader in the same commodity. Suppose the latter has 
obtained celebrity in his manufacture, he is entitled to all the advantages 
of that celebrity, whether resulting from the greater demand for his goods 
or from the higher price the public are willing to give for the article, rather 
than for the goods of the other manufacture, whose reputation is not so 
high as a manufacturer. Where, therefore, a party has been in the habit 
of stamping his goods with a particular mark or brand, so that the pur- 
chasers of his goods having that mark or brand know them to be of his 
manufacture, no other manufacturer has a right to adopt the same stamp; 
because, by doing so, he would be substantially representing the goods to 
be the manufacture of the person who first adopted the stamp, and so 
would or might be depriving him of the profit he might make by the sale 
of the goods which the purchaser intended to buy. McLean v. Fleming, 


supra.” 


Counsel for the defendant insists that there is no allegation 
that the alleged infringing design of the defendant was attached 
to goods sold or offered for sale by it, and consequently no infringe- 
ment is alleged. To this contention I cannot subscribe. 

Section 16 of the act of February 20, 1905, section 96, title 15, 
U.S. C. A., provides: 


“The registration of a trade-mark under the provisions of this sub- 
division of this chapter shall be prima facie evidence of ownership. Any 
person who shall, without the consent of the owner thereof, reproduce, 
counterfeit, copy, or colorably imitate any such trade-mark and affix the 
same to merchandise of substantially the same descriptive properties as 
those set forth in the registration, or to labels, signs, prints, packages, 
wrappers, or receptacles intended to be used upon or in connection with 
the sale of merchandise of substantially the same descriptive properties as 
those set forth in such registration, and shall use, or shall have used, such 
reproduction, counterfeit, copy, or colorable imitation in commerce among 
the several States, or with a foreign nation, or with the Indian tribes, shall 
be liable to an action for damages therefor at the suit of the owner there- 
of.” 


It will be seen that this statute covers the use of the imitation 
in connection with the sale of merchandise of substantially the same 
descriptive properties as those set forth in the registration. It is 
not necessary that it be attached to the articles of merchan- 


dise themselves. 
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The foregoing conclusions render it unnecessary to consider 
the allegations of the bill in their broader aspect of unfair compe- 
tition. 

Upon the face of the pleadings I am of the opinion that the 
motion to dismiss should be dismissed. Order accordingly. 


AMERICAN Rapio Stores v. AMERICAN Rapio & TELEVISION STORES 


Cor?0RATION 
(150 A. 181) 


Court of Chancery of Delaware 
April 4, 1930 


Unram Competrrion—Use or Sruitar Corporate TirteE—“AmeERICAN Rapio 

Stores, Inc.” anp “American Rapio & TELEvisiIon Stores Corpor- 

ATION” 

In a suit to enjoin the use of the name “American Radio & Tele- 
vision Stores Corporation,” brought by the complainant, American 
Radio Stores, Inc., the latter could not complain of defendant’s use 
of the words “radio” and “stores,” as both are purely descriptive; but 
when the name “American” is added thereto, complainant held en- 
titled to protection in such distinctive feature. 

Unram Competirion—Acrion—Proor or CoMPETITION 

Although defendant, in the case at issue, advertised its stores as 
Post Radio and Standard Radio Stores, the display of its corporate 
name in connection therewith, together with the use of the word 
“Artsco,” held to prove that defendant was engaging under its own 
corporate name in competition with plaintiff. 

Unram Competition—Svurirs—IntTEeNnt 

Where plaintiffs’ business has suffered damage from defendants’ 
conduct, it is not necessary for the former to show an express intent 
on the part of defendant to injure complainants’ trade. 

Unram Competirion—Svurrs—TerriroriaL Score or INJUNCTION 

In an action by American Radio Stores, Inc., to enjoin the use by 
defendant of the corporate name “American Radio and Television 
Stores Corporation,” the latter was enjoined from the use of the word 
“American” in the territory where the complainant did business and 
in territory competitively contiguous thereto. 


In equity. Action for unfair competition. Injunction granted. 


William S. Potter, of Wilmington, Del., for the complainant. 
Charles C. Keedy, of Wilmington, Del., for the defendant. 
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Injunction bill to restrain unfair competition. The complain- 
ant was incorporated under the Delaware statute on April 5, 1923, 
by the name Philadelphia Radio Company, Inc. On July 24, 1924, 
it changed its name by amendment of its certificate of incorporation 
to American Radio Stores, Inc., by which name it has since con- 
ducted its business and made itself known to the public. Its busi- 
ness is to own and operate a chain of radio stores at which radio 
sets and related articles are dealt and traded in. Its permanent 
office is in the city of Philadelphia. It operates eight stores, known 
as American Radio Stores. One is located in Philadelphia, and the 
others are located in the cities of San Francisco and Oakland, 
Calif., Seattle, Wash., Portland, Ore., Spokane, Wash. It has spent 
between $125,000 and $150,000 in advertising in newspapers and 
about $50,000 in advertising otherwise, and it does a business of 
upwards of $1,000,000 a year, and has built up a good reputation 
in the trade. 

The defendant was incorporated under the Delaware statute 
February 20, 1928, by the name American Radio & Television 
Stores Corporation. Its corporate powers, objects and purposes 
are practically the same as those of the complainant. It is a hold- 
ing company. It acquired the common stock control in Post Radio 
Corporation of Pennsylvania, Standard Radio Company of Penn- 
sylvania, Frank Radio Corporation of New York, Koploy & Ross, 
Incorporated, of Detroit, Radio Engineers of Illinois and Samsons 
Radio Stores of Wisconsin. These corporations operated stores in 
some twelve cities, including Philadelphia, Penn., and Camden, 
N. J. The defendant appears to conduct its business under the 
names of its respective subsidiaries, and in part at least under the 
coined word “‘Artsco.” But in a number of its advertisements which 
are in evidence, it displays in smaller type the corporate name in 
one way or another of American Radio & Television Stores. 

The bill alleges that the use by the defendant of its corporate 
name has confused many of the complainant’s customers and led 
them to purchase radio sets, etc., from the defendant and has en- 
abled the defendant to profit at the expense of the complainant’s 
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good-will, and has subjected the complainant’s good name and repu- 
tation to prejudice and injury. 

Wherefore an injunction is prayed against the continued use 
by defendant of its corporate name, and for an accounting. 

The answer denies any confusion resulting from similarity of 
names, denies that the defendant is in competition with the com- 
plainant, or that it selected its name with any view of encroaching 
upon the business of the defendant, and asserts that no damage has 
been caused or done by it to the complainant. 

Heard on bill, answer, testimony taken before an examiner and 
exhibits. 


Tue CHANcELLor: As to the contention that the defendant is 
not using its name in competition with the complainant, the evidence 
is to the contrary. It shows that in the Philadelphia territory where 
the complainant has its principal office, conducts one of its stores 
and advertises its business, the defendant through advertising its 
stores as Post Radio and Standard Radio Stores, displays its cor- 
porate name in such way as to indicate that the stores are operated 
as a part of the defendant’s business. Further also, the testimony 
clearly indicates that the publishing by the defendant of its name 
has been such that the belief has been created in the minds of some 
at least of the public that the defendant is the responsible manager 
of the stores and is conducting the business. The situation is not 
one where the subsidiaries with their distinctive names are alone 
visible to the public. The defendant by public notice has so held 
itself out that the belief is not unwarranted that the business con- 
ducted by the Post and Standard stores with the display of the 
coined word “Artsco” is after all the business of American Radio 
and Television Stores Corporation and is conducted by it. While 
in point of strict fact, the defendant is not conducting its business 
directly but only indirectly through its subsidiaries, yet under the 
evidence the public is reasonably led to the belief that the respon- 
sibility for the management of the business is the defendant’s and 
that any one dealing with the stores in the defendant’s chain is deal- 


ing with the defendant. I conclude, then, under these circumstances, 
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that the defendant has to all practical purposes interposed itself by 
its own corporate name in competition with the complainant. 

The next question is—does the defendant’s name bear such 
resemblance to the complainant’s name as to lead the public to con- 
fuse the identity of the two? The evidence shows that it does. It 
discloses that there has been some confusion of mail, the police de- 
partment of Philadelphia has taxed the complainant with littering 
the streets with advertising circulars which bore the defendant's 
name, complaints have been made to the complainant of dissatis- 
faction with the quality of goods sold by it which were in fact sold 
by the defendant’s subsidiary, and the complainant’s credit with 
one supply house was withdrawn for a period of time because of 
the belief that the complainant had become a part of the defendant’s 
chain. These circumstances are enough to show that the public 
confuses the identities of the complainant and defendant. Where 
such confusion exists, it is but reasonable to expect that the com- 
plainant’s trade will be adversely affected. 

But damage to sales is not the only sort of injury which courts 
will consider in determining whether an injunction should issue 
against the use by a defendant of a name which confuses its identity 
with the complainant. In Akron-Overland Tire Co. v. Willys-Over- 
land Co., 273 F. 674 [11 T.-M. Rep. 281] The Circuit Court of Ap- 
peals of the Third Circuit, sustained the action of the lower court 
(268 F. 151) in enjoining the defendant from using the word “Over- 
land,” notwithstanding the business of the appellant was that of 
selling automobile tires while that of the appellee was the manu- 
facture and sale of automobiles, two businesses that were in no wise 
competitive. The court took the view that the appellee was en- 
titled to be free from the possible danger to its reputation and credit 
which would result by the public’s confusion of the identity of the 
appellant with the appellee and the consequent holding by third 
parties of the appellee to be accountable for the appellant’s acts. 
A similar situation is shown to have existed in the instant case, for 
on at least one occasion the complainant has been rather severely 
taken to task by a purchaser of a radio set which was said to be 
inferior in quality and which had been sold not by the complainant 
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but by the defendant. How much such adverse criticism of the 
quality of the complainant’s articles has been engendered by the 
confusion of the complainant’s identity with the defendant’s, it is 
impossible to say. If some of it has been voiced to the complain- 
ant, it is not unreasonable to conclude that considerable of it has 
been either silently entertained or perhaps spread around amongst 
acquaintances. In either case the criticism is a source of injury. 

Wall v. Rolls-Royce of America (C. C. A.) 4 F (2d) 338 [15 
T.-M. Rep. 239], was similar in principle to the case just cited and 
was to the like effect. In that case the two businesses were non- 
competitive. But the court said that just as the appellant could 
benefit by using the distinctive word in the appellee’s well known 
and highly honorable name, conversely the appellee could and 
doubtless would be injured by having its good-will and fair name 
detracted from by the appellant’s use of the word. 

It is true that in the cases just referred to the view was justi- 
fied that there was an express intent on the part of the defendant to 
make a wrongful use of the name, and here no evidence of such ex- 
press intent is shown. But evidence is disclosed of harmful results 
to the complainant in fact, and it is reasonable to suppose that if 
results of that kind have occurred in the past they will continue 
into the future. Where that is the case it is not necessary for the 
complainant to show an express intent and design on the part of 
the defendant to injure the complainant’s trade. Samson Cordage 
Works v. Puritan Cordage Mills (C. C. A.) 211 F. 603, L. R. A. 
1915F, 1107 [4 T.-M. Rep. 225]; Evening Journal Ass’n v. Jersey 
Publishing Co., 96 N. J. Eq. 54, 124, 767 [14 T.-M. Rep. 439]; 
Hilton v. Hilton, 90 N. J. Eq. 564, 107 A. 263 [9 T.-M. Rep. 273]; 
Cape May Yacht Club v. Cape May Yacht & Country Club, 81 N. J. 
Eq. 454, 86 A. 972. 

Having concluded that the complainant is suffering an injury 
due to the use by the defendant of its corporate name, the next 
question is whether there is anything so peculiar to the complain- 
ant’s name as to warrant a prohibition of its simulation. In other 
words, is the complainant’s name of such character that it is the 
common property of all men and therefore in the absence of a show- 
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ing of secondary meaning, open to use by others? In the recent 
case of Standard Oilshares, Inc. v. Standard Oil Group, Inc., 150 
A. 174 [20 T.-M. Rep. 362], decided by this court a day or so ago, 
occasion was taken to advert to some at least of the principles that 
control in questions of this sort. It is not necessary now to repeat 
the observations there made. It is sufficient to state merely the re- 
sult of the application of the principles announced in that case to 
the one now before the court. That result is that as to the words 
“radio” and “stores,” the complainant cannot complain if the de- 
fendant makes use of them in its corporate title. Those words are 
purely descriptive and, when used by the complainant, have at- 
tached to them no meaning of a secondary nature. But when the 
word “American” is used in conjunction with them, a distinguish- 
ing mark is introduced and the complainant is entitled to be pro- 
tected in its use of that distinctive feature of its name. Shaver et 
al. v. Heller §& Merz Co. (C. C. A.) 108 F. 821, 65 L. R. A. 878. 
Inasmuch, however, as a corporate name is now under the 
Delaware law to be categorized with unregistered trade-marks 
(Standard Oilshares, Inc. v. Standard Oil Group, Inc., supra) the 
protection to the complainant can extend only so far as is allowable 
under the general principles of law governing in unfair competition 
cases. Under those principles, trade-mark rights rest in user. As 
was said by the Supreme Court of the United States in Hanover 
Star Milling Co. v. Metcalf, 240 U. S. 408, 36 S. Ct. 357, 361, 60 L. 
Ed. 713 [6 T.-M. Rep. 149], “the mark, of itself, cannot travel to 
markets where there is no article to wear the badge and no trader to 
offer the article.” To the same effect is United Drug Co. v. Recta- 
nus, 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141 [9 T.-M. Rep. 1]. 
Whether the mark would be protected in territory that would prob- 
ably be reached by the prior user in the natural expansion of his 
trade is a proposition upon which the Supreme Court in the Han- 
over Star Milling Company case declined to express its opinion. 
The proposition, however, has been passed upon in the case of 
Sweet Sixteen Co. v. Sweet “16” Shop (C. C. A.) 15 F (2d) 920 
[17 T.-M. Rep. 71], and answered in the affirmative. In that case 
the complainant was protected in the use of its mark in territory 
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which it had not yet entered but which it contemplated entering 
and, as preparatory to extension of its trade therein, had circular- 
ized with catalogues and canvassed with extensive advertising. In 
Terminal Barber Shops v. Zoberg (C. C. A.) 28 F (2d) 803 [18 
T.-M. Rep. 551], the complainant was protected against imitation 
of its name by the defendant in territory where the complainant 
had no place of business but in which it advertised and drew trade. 

Following the principle of the Terminal Barber Shop case, 
supra, I conclude that the defendant should be enjoined from using 
as a part of its corporate name the word “American” in the territory 
where the complainant does business and in territory competitively 
contiguous thereto which is reached by the complainant’s trade and 
solicited by the complainant’s advertisements. This territory is 
particularly in the city of Philadelphia and vicinity. Whether the 
injunction should also extend over territory into which the com- 
plainant might extend its business in the ordinary course is a ques- 
tion which, if pressed by the complainant, I should prefer to hear 
debated before deciding. 

Decree accordingly, costs on the defendant. 


Fiora v. Frora Suirt Co. Ef AL. 
Supreme Court of Oklahoma 
January 7, 1930 


Unrairn Competirion—SurnamMe—Ricur to Use 
Every one has an absolute right to use his own name honestly and 
reasonably in his own business, even though such use may cause in- 
jury to a competitor bearing the same name; but he cannot use his 
name in such a way as to make it plainly appear that he has resorted 
to artifice to produce the impression that his business or goods are 
those of another. 
Unram Competrrion—Use or Same SurNaME IN Competirive Business 
Where, after appellee had for several years made and sold men’s 
shirts under the corporate title “Flora Shirt Company,” the adoption 
by appellant, son of the founder of appellee company, of the name 
Carl Flora Shirt Company, held unfair competition; and the decision 
granting an injunction was affirmed. 
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which it had not yet entered but which it contemplated entering 
and, as preparatory to extension of its trade therein, had circular- 
ized with catalogues and canvassed with extensive advertising. In 
Terminal Barber Shops v. Zoberg (C. C. A.) 28 F (2d) 803 [18 
T.-M. Rep. 551], the complainant was protected against imitation 
of its name by the defendant in territory where the complainant 
had no place of business but in which it advertised and drew trade. 

Following the principle of the Terminal Barber Shop case, 
supra, I conclude that the defendant should be enjoined from using 
as a part of its corporate name the word “American” in the territory 
where the complainant does business and in territory competitively 
contiguous thereto which is reached by the complainant’s trade and 
solicited by the complainant’s advertisements. This territory is 
particularly in the city of Philadelphia and vicinity. Whether the 
injunction should also extend over territory into which the com- 
plainant might extend its business in the ordinary course is a ques- 
tion which, if pressed by the complainant, I should prefer to hear 
debated before deciding. 

Decree accordingly, costs on the defendant. 


Fiora v. Frora Suirt Co. Ef AL. 
Supreme Court of Oklahoma 
January 7, 1930 


Unram Competirion—SurnamMe—Ricurt to Use 
Every one has an absolute right to use his own name honestly and 
reasonably in his own business, even though such use may cause in- 
jury to a competitor bearing the same name; but he cannot use his 
name in such a way as to make it plainly appear that he has resorted 
to artifice to produce the impression that his business or goods are 
those of another. 
Unram Competrrion—Use or Same SurNAME IN Competirive Business 
Where, after appellee had for several years made and sold men’s 
shirts under the corporate title “Flora Shirt Company,” the adoption 
by appellant, son of the founder of appellee company, of the name 
Carl Flora Shirt Company, held unfair competition; and the decision 
granting an injunction was affirmed. 
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In equity. Action for unfair competition. Appeal from a judg- 
ment of the district court of Oklahoma county granting an injunc- 


tion to plaintiff. Affirmed. 


Ross & Thurman, of Oklahoma City, Okla., for plaintiff. 
Hall & Thompson and Fred E. Suits, both of Oklahoma City, 
Okla., for defendant. 


Foster, C. J.: The Flora Shirt Company filed this action for 
injunction in the district court of Oklahoma county, the petition 
alleging, in substance, that it was incorporated under the laws of 
the state of Oklahoma in 1918, under the name of the Lehr-Flora 
Shirt Company, and in 1921 changed its name to Flora Shirt Com- 
pany, and later in 1921 again changed its name to Flora Holeproof 
Shirt Company, and again changed its name in 1925 to the Flora 
Shirt Company, and that during all the years which this company 
has been in existence it has manufactured and sold shirts under the 
trade-name of “The Flora Shirt Company” or “Flora Shirt Com- 
pany,” and has so advertised its products throughout the state of 
Oklahoma and adjacent states, and has so carried its name in the 
telephone directory of Oklahoma City; that through traveling rep- 
resentatives, advertisements, and other means its products have 
become known throughout the territory as the “Flora Shirts”; that 
the defendant, Carl M. Flora, is attempting to have the defendant, 
Southwestern Bell Telephone Company, list his name as a shirt 
manufacturer under the name and style of “Flora, Carl, Shirt Com- 
pany, and that the said Carl Flora is intending to organize a cor- 
poration under the name and style of “Carl Flora Shirt Company,” 
and that the so listing in the telephone book and the organization 
of the company will mislead, confuse, and misdirect the customers 
of the plaintiff, and will constitute a fraud upon the public, in that 
the names are so similar as to deceive an ordinary unsuspecting 
person, and that it is such an imitation of the trade-name of the 
plaintiff as to tend to destroy its business. 

The defendant, Carl Flora, filed a demurrer to this petition, 
which was overruled by the court, and, upon his refusal to plead 
further, judgment was granted restraining the listing of the name 
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and the formation of the company as prayed for in the petition. 
From this judgment Carl Flora prosecutes this appeal. The parties 
will be referred to as they appeared in the trial court. 

The only question presented in this appeal is whether or not 
the court erred in granting the injunction under the allegations of 
the petition. 

It is the contention of the defendant that, since there are no 
allegations in the petition that Carl M. Flora has ever commenced 
to make or sell shirts, this case does not involve the question of 
whether or not Carl Flora is using his name in such a manner as 
to constitute unfair competition or fraud on the public. But the 
whole complaint is against his merely transacting business under 
the name of Carl Flora Shirt Company. 

On the contrary, it is the contention of the plaintiff that, while 
Carl Flora has an absolute right to use his own name or to transact 
business under an artificial name, with the limitation that he may 
not resort to unfair competition, under the facts in this case it shows 
that he intended to transact business and to form the corporation 
for the purpose of deceiving the public, and to simulate the name of 
Flora Shirt Company, and to thereby profit from the good name 
which that company bears in the state of Oklahoma and surround- 
ing territory; and, further, that the use of the name as shown by 
the petition was intended by Carl Flora to injure plaintiff's busi- 
ness. 

It is well settled in this state, as well as many others, that any 
one, in the absence of a self-imposed restriction, has an absolute 
right to use his own name honestly and reasonably in his own busi- 
ness, even though the use of the name may cause an injury to an- 
other person in the same business having the same name. But he 
cannot use his name in such a way that it plainly appears that he 
has resorted to some contrivance or artifice which is intended to 
produce an impression upon the public that his establishment, busi- 
ness or firm, or the goods which he is selling, are the same as that 
of another, and thus produce injury beyond that which results from 
similarity of the names. Hofstra v. Hofstra, 123 Okla. 3, 251 P. 
745; Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 
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118, 25 S. Ct. 609, 49 L. Ed. 972; International Silver Co. 
v. Rogers, 72 N. J. Eq. 933, 67 A. 105, 129 Am. St. Rep. 722. 
This rule is recognized by practically every court in the land. The 
fact that confusion results in the use of a name is not sufficient to 
warrant an injunction, nor is it sufficient that damage results. But 
it is the manner of the use, and not the use itself, that is obnoxious 
to the law. 

There seems to be no difference in the use of a name, and its 
use in connection with a company or corporation. It is dishonesty 
in its use that is condemned, and not the use itself. Howe Scale 
Co. v. Wyckoff et al., supra. 

In the instant case an attempt is made to use the word “com- 
pany” when no other person is connected with the business other 
than the defendant. This, we think, is some evidence of an inten- 
tion to deceive, when used under the conditions shown by the record. 
Wood et al. v. Wood, 78 Or. 181, 151 P. 969, L. R. A. 1916C, 251, 
Ann. Cas. 1918A, 226, supports this contention. In that case the 
use of the words “realty company” in connection with one’s name 
was held subject to injunction as constituting unfair competition; 
also Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 
554, 28 S. Ct. 350, 52 L. Ed. 616. 

Whether courts will enjoin the manner in which one’s name is 
used has been before the courts of the United States and practically 
all the states many times. Numerous cases are referred to in the 
briefs of the parties. Extended discussion of the question with 
many citations will be found in Seligman v. Fenton, 286 Pa. 372, 

133 A. 561, 47 A. L. R. 1188-1229, and elsewhere. 

The true test, we think, that finds support almost unanimously 
is whether or not the use of the name is made honestly and in good 
faith, and without any intention of deriving any benefit from the 
reputation or standard of another having the same name and en- 
gaged in the same business, other than the similarity of names. As 
was said in the case of J. I. Case Plow Works v. J. I. Case Thresh- 
ing Mach. Co., 162 Wis. 185, 155 N. W. 128, 134 [6 T.-M. Rep. 

113]: “The legal principles which are controlled here are simply 
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the principles of old-fashioned honesty. One man may not reap 
where another has sown, nor gather where another has strewn.” 

In the instant case the names are not identical, but the simi- 
larity of the two names is readily apparent. The rule seems not 
to be different where the names are similar than where they are 
exactly alike. Generally speaking, it is the similarity which is 
likely to deceive or mislead an ordinary unsuspecting customer that 
will be restrained by injunction, where the other conditions are 
present. 

Whether or not a court will interfere in any particular case 
must depend upon the facts and circumstances surrounding the 
same, the identity or similarity of the names, the identity of the 
business conducted, and to what extent the name is descriptive of 
the article manufactured or sold, and the manner in which the name 
is used. Higgins v. Higgins, 144 N. Y. 462, 39 N. E. 490, 27 L. 
R. A. 42, 43 Am. St. Rep. 769. 

We think it unnecessary to discuss the cases relied on by the 
plaintiff or defendants. The parties seem to differ very little upon 
the general principles as announced by the numerous cases both 
from this state and others. The only difficulty is in applying the 
law to the facts in the case at bar. 

Here, Carl M. Flora was the son of the organizer of the origi- 
nal plaintiff company. He knew of the reputation that plaintiff 
company had always maintained throughout its trade territory; he 
attempted to go into business individually without the assistance of 
any other person, and, while he had a perfect right to use his own 
name in that business, the fact that he added to the name the word 
“company” we think at least tends to show that he intended to de- 
rive some benefit from the reputation which that company had ob- 
tained, and from the business which it had been transacting. Had 
there been no other company doing business, no one would doubt 
the right of Carl M. Flora to do business under the name of Carl 
Flora Shirt Company, or to have his name listed in the tele- 
phone book, as he was attempting to do under the facts in this 
case, nor could his right to organize a company be disputed. We 
think the case at bar comes under the general rule laid down in 
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many of the cases holding that it is not the use of the name, but the 
manner in which it is used. So in this case, from the manner in 
which Carl Flora was attempting to use his name by connecting it 
with words identical with the words used in the original company, 
by so listing it in the telephone book, and by attempting to organ- 
ize a company, there arises a reasonable presumption that he in- 
tended to benefit by the reputation which the original company had. 
If no such intention existed, we think it a reasonable conclusion 
that under the record confusion would result and that customers 
would be misled by mistaking his name for the name of the original 
company. 

We fully agree with the statement in many of the cases that 
no hard and fast rule can be laid down which will govern each case, 
but each one must be decided largely, if not entirely, upon the facts 
and circumstances surrounding each individual case. 

Defendant forcefully argues that the trial court failed to dis- 
tinguish between the right to the use of a name, and the method of 
using it in connection with color schemes, devices, symbols, etc., in 
such a way as to palm off on the public the goods of one as the goods 
of another. With this we do not agree. The listing of a name in 
a telephone book certainly has for its object informing the public 
of the nature of the business, as well as where the business or estab- 
lishment may be found, and is to a large extent advertisement as 
well as a convenience. 

We believe the petition in this case stated a cause of action, 
and the trial court did not err in granting the injunction. 

The cause is therefore affirmed. 


Bennett, P. C., and Tegner, Leacn, and Rem, C. C., concur. 
Per Curiam. Adopted in whole. 





LOUIS’ RESTAURANT, INC. V. COFFEY 


Louis’ Restaurant, Inc. v. Correy 
New York Supreme Court, Niagara County 


July 6, 1928 


Unrarr CompetTirion—Srmitrar Name—Test or Ricut ro Use 
In the use of similar names, a true test is whether the resemblance 


is calculated to produce confusion as to identity and consequent dam- 
age 


Unram Competrrion—Trapve-Names “Lovuis’ ResTavuRanT’ anp “Lots’ 
ReEsTauRANT’—INJUNCTION 

After plaintiff had been doing business more than twenty 

years under the trade-name “Louis’ Restaurant,” the use by the de- 

fendant of the name “Lois’ Restaurant” in a similar business con- 

ducted near that of the plaintiff, was enjoined as unfair competition. 


In equity. Action to restrain unfair competition. Injunction 
granted. 


Cohn, Franchot, Runals & Robillard, of Niagara Falls, N. Y. 
(Cohen and T. Dewitt Dodson, both of Niagara Falls, of 
counsel), for plaintiff. 

Michael J. Noonan, of Niagara Falls, N. Y., for defendant. 


Lytie, J.: This is an application for an injunction pendente 
lite to restrain the defendant from using the name of “Lois’ Res- 
taurant.” It appears that twenty-three years ago one Louis Rosen- 
bloom, formerly head chef of the Statler Restaurant in the city of 
Buffalo, N. Y., opened the first of a series of restaurants, which 
have since then been conducted by Mr. Rosenbloom personally, or 
by a corporation organized by him in the cities of Buffalo and 
Niagara Falls, N. Y., each under the name of “Louis’ Restaurant.” 
These restaurants included one located at 535 Main Street, another 
at 1200 Main Street, in the city of Buffalo, N. Y., and a third which 
is now conducted at 103-107 Falls Street, in the city of Niagara 
Falls, N. Y. The plaintiff's restaurant is situated on the south 
side of Falls Street near First Street, while the defendant’s restau- 
rant is on the north side of Falls Street, approximately one and 
one-half blocks west of the plaintiff’s restaurant, and one block 
east of the reservation overlooking the falls of Niagara. 
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On or about July 7, 1913, the present Louis’ Restaurant was 
opened in the city of Niagara Falls, N. Y., and in 1919 the same 
was enlarged and taken over by a corporation, the plaintiff herein, 
organized by Mr. Rosenbloom. It appears that in the city of 
Niagara Falls, N. Y., during the tourist season, other restaurant 
owners in the city of Niagara Falls advanced the prices, while the 
plaintiff's policy has been to serve the highest quality food at popu- 
lar prices, without discrimination as to tourists or tourist seasons. 
It further appears that the plaintiff's restaurant has been exten- 
sively advertised in newspapers and on billboards at all the ap- 
proaches to the city of Niagara Falls, and that the corporation has 
spent annually at least the sum of $5,000 for that purpose. A 
major portion of the business is done during the summer months, 
because of the large tourist trade enjoyed by the city of Niagara 
Falls. 

The defendant’s restaurant is located at 14 West Falls Street. 
It appears that the defendant, Fie C. Coffey, has for the past five 
years been associated with her husband, Wellesley Coffey, in the 
operation of a restaurant known as Coffey’s restaurant at 10 West 
Falls Street in the city of Niagara Falls; that on the 19th day of 
May, 1928, the defendant filed a certificate to conduct a restaurant 
business at 14 West Falls Street, two doors west of Coffey’s 
restaurant, under the assumed name of Lois’ Restaurant. The de- 
fendant has lettered the windows at her place of business as “Lois’ 
Restaurant,” which is situated on West Falls Street, where tourists 
and other people going to see the falls necessarily pass by it. 

The defendant’s contention upon the argument was that she 
selected the name of Lois’ Restaurant because she has a daughter, 
who is upwards of fourteen years of age, and who resides with her, 
by the name of Lois Arduin; that she did not select the name of 
Lois’ Restaurant with the intent or idea of injuring the name or 
reputation or business of Louis’ Restaurant, the plaintiff herein. 

The assumption and the use of the name of Lois’ Restaurant 
by the defendant constitutes unfair competition, because of its close 
similarity to the name of Louis’ Restaurant, under which the plain- 
tiff’s business has long been established and conducted. Unfair 
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competition consists in passing off or attempting to pass off upon 
the public the business or goods of one person as and for the goods 
or business of another. It consists essentially in the conducting of 
a trade or business in such a manner that is either an express or 
implied representation to that effect. 

The plaintiff is entitled to an injunction restraining the de- 
fendant from the use of the name of “Lois’ Restaurant,’ because 
the name is so similar to the name under which the plaintiff con- 
ducts its business that the public may be confused, and that some 
persons may do business with the defendant in the belief that they 
are dealing with the plaintiff. The moving affidavits show that the 
plaintiff has built up a business reputation and good-will. The 
name under which a business is carried on is inextricably entwined 
with its reputation and good-will. In the use of similar names, a 
true test is whether the resemblance is calculated to produce con- 
fusion as to identity and consequent damage. Eastern Construction 
Co. v. Eastern Engineering Corp., 246 N. Y. 459, 159 N. E. 397; 
American Steel Foundries v. Robertson, 269 U. S. 372, 46 S. Ct. 
160, 70 L. Ed. 317 [13 T.-M. Rep. 289]. 

Resemblance here is very striking to the eye, even though the 
ear may find marked differences. See Wiess v. Tucker, 129 Misc. 
Rep. 648, 222 N. Y. S. 487, and Ball v. Broadway Bazaar, 194 
N. Y. 429, 87 N. E. 674, to the effect that trade-names are pro- 
tected very much upon the same principle as trade-marks. “It is 
not necessary that the attempted simulation should be identical to 
constitute an infringement.” Charles S. Cash, Inc. v. Steinbook, 
220 App. Div. 569, 572, 222 N. Y. S. 61, 65. In White Studio v. 
Dreyfoos, 221 N. Y. 46, 47, 116 N. E. 796, 797 [7 T.-M. Rep. 
458]: 

“*The doctrine of unfair trade amounts to no more than this: One per- 
son has no right to sell goods as the goods of another, nor to do other 
business as the business of another, and on proper showing will be re- 
strained from so doing.’ Dyment v. Lewis, 144 Iowa, 509, 513 [123 N. W. 
244, 26 L. R. A. (N. S.) 73]; 38 Cyc. 756; Ball v. Broadway Bazaar, 194 
N. Y. 429, 435 [87 N. E. 674]; Munro v. Tousey, 129 N. Y. 38 [29 N. E. 9, 
14 L. R. A. 245]; Benevolent and Protective Order of Elks v. Improved B. 
& P. Order of Elks, 205 N. Y. 459 [98 N. E. 756, L. R. A. 1915B, 1074, Ann. 


Cas. 1913E, 639]; Weinstock v. Marks, 109 Cal. 529 [42 P. 142, 30 L. R. A. 
182, 50 Am. St. Rep. 57]; Gulden v. Chance [C. C. A.] 182 F. 303. Unfair 
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competition may result from representations or conduct which deceive the 
public into believing that the business name, reputation or good-will of 
one person is that of another. Glen & Hall Mfg. Co. v. Hall, 61 N. Y. 226 
[19 Am. Rep. 278]; Howard v. Henriques, 3 Sandf. [5 N. Y. Super. Ct.] 
725; Lee v. Haley, L. R. 5 Ch. App. 155; Holbrook v. Nesbitt, 163 Mass. 
120, 125 [39 N. E. 794]; American Tobacco Co. v. Polacsek [C. C.] 170 F. 
117.” 

For a further discussion of unfair competition, see P. J. Tier- 
ney Sons, Inc. v. Tierney Bros., 180 Misc. Rep. 428, 224 N. Y. S. 
144, and the cases cited therein. 

An order, therefore, may be prepared accordingly for an in- 


junction pendente lite. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Applicant Not Owner 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, a certain composite mark, as a trade- 
mark for bread. 

The ground of the decision is that the applicant is not the 
owner of the mark, since it appears that it merely supervises the 
activities of its members and licenses them to use the mark. 

In his decision, after noting that Section 1 of the Trade-Mark 
Act of 1905 restricts the registration to the owner who uses it in 
commerce and referring to applicant’s argument that the registra- 
tion should be granted because of the provisions of Articles VI and 
VII bis of the International Convention, the First Assistant Com- 
missioner said: 


“It is believed this office is without authority of law to register this 
mark for the reason that the Convention for the Protection of Industrial 
Property as now concluded between the various states or nationals in- 
cluding the United States and subsequently acceded to by this country is 
not self-executing but requires legislation by Congress, which has not yet 
been enacted, to render it effective in the United States (citing and quot- 
ing from Rousseau v. Brown, 104 O. G. 1120; 21 App. D. C. 73, and Rob- 
ertson, Commissioner of Patents v. General Electric Company and Stoffre- 
gen, 381 O. G. 986; 82 F (2d) 495).” 
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He then said the Court of Appeals in the latter case “quoted 
with approval the holding in Rousseau v. Brown and also quoted 
at length from the holding of the Supreme Court in the case of 
Cameron Septic Tank Co. v. Knozville, 187 O. G. 232; 227 U. S. 
89, 49." 


Conflicting Marks 


Moorg, A. C.: Held that applicant is not entitled to register 
the term “Sporta” as a trade-mark for piece goods of cotton, linen, 
silk and combinations thereof, in view of the prior registration of 
the term “Sportador,” as a trade-mark for cotton piece goods (Reg- 
istration No. 212,297), on the ground that the two marks so re- 
semble each other that their contemporaneous use on the goods 
would be likely to cause confusion. 

In his decision, after noting that applicant’s mark differed 
from the registered mark only in the omission of the last syllable 
of the latter mark, the Assistant Commissioner said: 


“It should be the desire of manufacturers or owners of meritorious 
articles of trade to avoid confusion or mistake in the mind of the public 
as to their origin or ownership by adopting trade-marks wholly unlike 
those previously employed by others on goods of the same descriptive 
properties. The trend of the decisions of the courts is that such clear 
distinctions shall exist between registrable trade-marks or between the 
goods to which they are appropriated that the origin or ownership of the 
goods shall be recognized and fully comprehended by the average member 
of the public while exercising reasonable care” (citing decisions).? 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation ““Minero-Vi-Tone” as a trade-mark for medicinal 
preparations to be used in the treatment of certain diseases of 
poultry and live stock, in view of the prior use by opposer of the 
term “Vitamineral” as a trade-mark for remedies for the treatment 
of substantially the same ills. 

The ground of the decision is that the marks are so similar that 
confusion would be likely to arise from their contemporaneous use 
on the goods specified. 


*Ex parte Foreningen Sveriges Spisbrodsfabrikanter, 156 M. D. 402, 
June 27, 1930. 


?Ex parte William Whitman Company, Inc., 156 M. D. 375, June 3, 
1930. 
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In his decision, after stating that applicant had taken no testi- 
mony, that opposer’s testimony clearly established use of its mark 
from a date some years prior to the date of applicant’s application 
for registration and prior to his alleged date of use, and noting 
that the applicant, in his answer, set up a number of registrations 
including the word “Vita,” or some form of it, in connection with 
various stock remedies, the First Assistant Commissioner said: 


“None of these registrations include the word ‘Mineral’ or any abbre- 
viation of it. In view of the holding in the case of American Fruit Grow- 
ers, Inc. v. Michigan Fruit Growers, Inc., C. C. P. A. 393, O. G. 789, the 
consideration of prior registrations is not deemed relevant to the question 
here to be decided, as that question is confined to probable confusion in 
trade if the respective marks appear upon these goods in the same market.” 


With reference to the likelihood of confusion, he said: 


“It is believed confusion is probable. The applicant has changed 
around or reversed the two distinctive words of the opposer’s mark, ‘Min- 
eral’ and ‘Vita.’ In purchasing this class of goods, a customer would be 
quite likely to decide quickly and without much thought. If he were de- 
pending upon memory only and did not have the goods of both parties 
before him at the same time, it is believed he would readily be misled into 
purchasing the applicant’s goods thinking he was obtaining those of the 
opposer. There seems to have been no reason for the applicant to have 
recast or rearranged the principal portions of the opposer’s mark and 
adopted them as thus changed.” * 


’ Vitamineral Products Co. v. Rostetter, 156 M. D. 376, June 3, 1930. 
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